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Additionally, the following content is presented solely for the purposes of
discussion and illustration, and does not comprise, nor is to be considered, as
legal advice.




Brief Procedural History of Arthrex

Following Final Written
Decision, Fed. Circuit
releases opinion in

original Arthrex decision,
holding that APJs
wereunconstitutionally
appointed by the
Secretary of Commerce.

Oct. 2019

Supreme Court grants
certiorari on the case.
NYIPLA and others
submitted amicus briefs,
which NYIPLA recapped
in its “What to Expect”
presentation on the topic.

Oct. 2020

Supreme Court holds that
there is a Constitutional
violation, but that the
proper remedy is to
allow for Director review.
Shortly thereafter, the
USPTO institutes
guidelines.

June 2021

Federal Circuit remands
to Acting Director to
allow for review and
stays the appeal. After
remand, the Acting
Director (or
Commissioner) Hirshfeld
denies review.

July 2021

Federal Circuit lifts stay
of appeal and orders
oral argument.

Nov. 2021

On the eve of Oral
argument (March 28),
Federal Circuit releases 5
questions for counsel to
be prepared to answer.
Oral argument occurs on
March 30.

Mar. 2022




Prior Holding of the

“We conclude that a tailored approach is the appropriate one: Section 6(c)
[Board Review] cannot constitutionally be enforced to the extent that its
R ST TR s requirements prevent the Director from reviewing final decisions rendered by
AR APJs. Because Congress has vested the Director with the ‘power and duties’
T cai e e e ity i of the PTO, §3(a)(1), the Director has the authority to provide for a means of
LT reviewing PTAB decisions. See also §§3(a)(2)(A), 316 (a)(4).” US v. Arthrex, 141

ity of an e isti ng patent before the Patent Tnal and -\ppeal Boa d

1P’I‘AB) D ing such proceedings, the PTAB sits in panels of at least

three of its members, who are predominantly APJs. 35 LSC§§6() ° T. ] 7 °

©)- Th Secretary of Commerce appoints all members of the PTAB—
luding 200-plus APJ: pt for the Director, v.h 0 is nominated by

the President and confirmed h\ the Senate. §§3(b)(1) ®)(2)(A), 6(a).

Afte Smlth&l\ pheV\ lnc., and -\rthroC reCorp (collectiv elw Smith

SUPREME COURT OF THE UNITED STATES

appeal ltoth Federal Circui .—\rth
PTAB violated the Appo int:
President may appoint officers to assist in carrying out his responsi-

“We also conclude that the appropriate remedy is CRENELE R HEW-X T
P 25 ot G & s o DITYS TR T to decide whether to rehear the petition filed by Smith &

et i o e v by o oo Nephew.. .. Under these circumstances, a limited remand to the Director provides

e e e an adequate opportunity for review by a principal officer”. US v. Arthrex, 141

tion, the Federal Circuit invalidated the APJs’ tenure protections,

— - S. Ct. 1970.




5 U.S. Code § 3348 - Vacant office

(Federal Vacancies Reform Act)

(b)Unless an officer or employee is performing the functions and duties in accordance with sections 3345, 3346, and 3347,
if an officer of an Executive agency (including the Executive Office of the President, and other than the Government
Accountability Office) whose appointment to office is required to be made by the President, by and with the advice
and consent of the Senate, dies, resigns, or is otherwise unable to perform the functions and duties of the office—

(1)the office shall remain vacant; and

(2)in the case of an office other than the office of the head of an Executive agency (including the Executive Office of the
President, and other than the Government Accountability Office), only the head of such Executive agency may perform
any function or duty of such office.

(c)If the last day of any 210-day period under section 3346 is a day on which the Senate is not in session, the second day
the Senate is next in session and receiving nominations shall be deemed to be the last day of such period.

(d)
(1)An action taken by any person who is not acting under section 3345, 3346, or 3347, or as provided by subsection (b), in the
performance of any function or duty of a vacant office to which this section and sections 3346, 3347, 3349, 3349a, 3349b,

and 3349c apply shall have no force or effect.

(2)An action that has no force or effect under paragraph (1) may not be ratified.



https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=5-USC-459147947-785862952&term_occur=999&term_src=title:5:part:III:subpart:B:chapter:33:subchapter:III:section:3348
https://www.law.cornell.edu/uscode/text/5/3346
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=5-USC-1422950858-785862953&term_occur=999&term_src=title:5:part:III:subpart:B:chapter:33:subchapter:III:section:3348
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=5-USC-459147947-785862952&term_occur=999&term_src=title:5:part:III:subpart:B:chapter:33:subchapter:III:section:3348
https://www.law.cornell.edu/uscode/text/5/3346
https://www.law.cornell.edu/uscode/text/5/3347
https://www.law.cornell.edu/uscode/text/5/3349
https://www.law.cornell.edu/uscode/text/5/3349a
https://www.law.cornell.edu/uscode/text/5/3349b
https://www.law.cornell.edu/uscode/text/5/3349c
https://www.law.cornell.edu/definitions/uscode.php?width=840&height=800&iframe=true&def_id=5-USC-1422950858-785862953&term_occur=999&term_src=title:5:part:III:subpart:B:chapter:33:subchapter:III:section:3348

Compliance with the FVRA

Director Andrei lancu Suprefne Court 'h°|'d5 that Federal Circuit remands to 269 days later, 280 days after Biden’s Vidal’s nomination has not

Resigns. President Biden is t}]ere sa Constitutional Acting Director to allow for Commissioner Hirshfeld inauguration, Kathi Vidal ye.'r been accepted or

. d and D violation, but that the . d denies Arthrex’ .. . d for USPTO rejected.

Inaugurated an eputy proper remedy is to allow review and stays enies Arthrex’s petition nominated tor

Director Laura Peter for Director review. the appeal. After remand, Director.

Resigns. Shortly thereafter, the the Commissioner Hirshfeld ;Tﬁzhhree?(ri:rolgrgumem
_r : insti ideli denies review. garding

Commissioner Hirshfeld USPTQ institutes guidelines. legality of Hirshfeld's role.

begins “Performing the
functions and duties of the
Director”

A 300 day clock begins.

Jan 19 & 20, 2021 June 2021 July 2021 Oct 15, 2021 Oct 26, 2021 Mar 30, 2022

Under 5 U.S.C. §3346, an acting officer may legally perform the duties of the office for 210 days. This is extended by 90
days, to 300 days, in the event that vacancy is within 90 days of inauguration. If the presidents nominates a director, then the
time limit is suspended during the pendency of her nomination. If the nomination is rejected, a new 210 day period begins.




Order on Remand

Paer 0 Issued by ANDREW HIRSHFELD, Commissioner for Patents,

571.272.7822 Entered: October 15, 2021

UNITED STATES PATENT AND TRADEMARK OFFICE Performing the Functions and Duties of the Under Secretary of

O HE UNITED STATES PATENT AND TRADEMARK OFFICE Commerce for Intellectual Property and Director of the United
e States Patent and Trademark Office.
ARTHRE;(, INC., IPR2017-00275
Patent Ovner. Patent 9,179,907 B2
i : :;;?2(2,;532 The Office has received a request for Director review of the Final Written

Decision in this case. Ex. 3100. The request was referred to Mr. Hirshfeld,

PBefore ANDREW HIRSHFELD, Ce iSSi Pe , Pe ing th . . . . .
o r— pi— Commissioner for Patents, Performing the Functions and Duties of the Under

Functions and Duties of the Under Secretary of Commerce for Intellectual
Property and Director of the United States Patent and Trademark Office.

Secretary of Commerce for Intellectual Property and Director of the United States
Patent and Trademark Office.
It is ORDERED that the request for Director review is denied; and
FURTHER ORDERED that the Patent Trial and Appeal Board’s Final

ORDER

Written Decision is the final decision of the agency.




Grounds for Appeal By Appellant Arthrex

2018-2140

Enited States Court of Appeals
for the Federal Circuit

Arthrex, Inc.,
Appellant
V.
Smith & Nephew, Inc. and ArthroCare Corp.,
Appellees
United States,

Intervenor

Appeal from the U.S. Patent & Trademark Office,
Patent Trial and Appeal Board, Inter Partes Review No. 2017-00275

PATENT OWNER ARTHREX, INC.’S SUPPLEMENTAL BRIEF

Jeffrey A. Lamken Anthony P. Cho

Robert K. Kry David Gaskey

MOLOLAMKEN LLP Jessica Fleetham

600 New Hampshire Ave. NW David L. Atallah

Washington, D.C. CARLSON, GASKEY & OLDS, P.C.

Telephone: (202) 556-2010 400 West Maple Road, Suite 350

Facsimile: (202) 556-2001 Birmingham, MI 48009

jlamken@molomanken.com Telephone: (248) 988-8360

rkry@mololamken.com Facsimile: (248) 988-8363
acho@cgolaw.com

Jordan A. Rice dgaskey@cgloaw.com

MOLOLAMKEN LLP jfleetham@cgolaw.com

300 North LaSalle Street datallah@cgolaw.com

Chicago, IL 60654
Telephone: (312) 450-6709
jrice@mololamken.com

Autorneys for Appellant Arthrex, Inc.

First, the decision violates the Appointments Clause. The Supreme Court held
that only presidentially appointed principal officers may issue final decisions that
represent the agency’s final word. Yet the PTO repeated the exact same error that
led to the Supreme Court’s decision by allowing someone appointed as a mere
inferior officer to conclusively resolve Arthrex’s case.

Second, the decision violates the Federal Vacancies Reform Act. That statute
permits an acting officer to exercise the functions and duties of a principal office
temporarily, but only if the acting officer was the principal officer’s deputy or was
personally selected by the President. Commissioner Hirshfeld was neither.

Finally, the decision violates the separation of powers. The President must be
able to remove the heads of executive agencies at will so he can supervise and be
accountable for their exercise of executive power. Commissioner Hirshfeld has
tenure protections that deny the President that authority.




Response of Intervenor United States

This case returns to this Court following Supreme Court review, which resulted in a holding

No. 18-2140

that Congress cannot prohibit the Director of the U.S. Patent and Trademark Office

IN THE UNITED STATES COURT OF APPEALS

FOR THE FEDERAL CIRCUIT . . o o . . .
(USPTO) from reviewing decisions of the Patent Trial and Appeal Board (Board) in inter
ARTHREX INC.,
At partes review (IPR) proceedings. See United States v. Arthrex, Inc., 141 S. Ct. 1970
(2021). In the wake of that decision, this case was remanded to the USPTO to allow
Appellees,
IITED STATES appellant Arthrex, Inc. to seek Director review of a Board decision invalidating a
Intervenor.
i i S patent held by Arthrex. Because the office of Director has been vacant, Arthrex’s
Appeal Board, Inter Partes Review No. IPR2017-00275
AL s A A PO TR NG rehearing request was referred to Commissioner for Patents Andrew Hirshfeld, who
St iy I has been duly delegated the duties and functions of the Director during the present
Adting General Counsel ] Gemeral o . R . R .
PARUEENA RASHEED oA A vacancy. Commissioner Hirshfeld denied the rehearing request; Arthrex now
DANIEL KAZHDAN i e iy o o . . H
s TS Dot challenges this denial of Director review. That challenge lacks merit and should be
J.S. Patent and Trademark Office Washington, DC 20530

Mail Stop 8, P.O. Box 1450 (202) 5324747

Alexandria, Virginia 22313 H d
Sz rejected.




Response of Intervenor United States

On Arthrex’s telling, the Supreme Court held that there are no circumstances under which an

No. 18-2140

Executive Branch agency can issue final decisions absent a Senate- confirmed principal

IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

officer overseeing that decisionmaking process and, thus, Commissioner Hirshfeld—who has

ARTHREX INC.,

ol not been appointed as a principal officer—could not provide final review of the Board’s
5“”“&”"“’”“““'”“:~“f:::::j"““‘C"““- rulings. But this reading of Arthrex is wrong. Recognizing the significant disruption that would
””’“"’f::jn-; result from a rule that would leave the duties of a principal office unfulfilled during any
opcmpmMTm%m vacancy in that office, the Supreme Court has long construed the Appointments Clause to
SUPPLEMENTAL RESPONSE BRIEF FOR INTERVENOR allow an inferior officer like Commissioner Hirshfeld to perform the duties of a vacant
ol B e A principal office on a temporary basis. See United States v. Eaton, 169 U.S. 331, 343
"g"!j,“‘/‘(s"’ Joz@hl%gmfg\l} (1898). Nothing suggests that the Supreme Court intended to depart from this longstanding
i‘%ﬁﬁ%‘jw %gfﬁ,l;;;’iw rule. Indeed, even Arthrex seems to recognize that its categorical reading of the Supreme
gl i e Court’s decision in this case is incompatible with Eaton. It endeavors to distinguish that

decision, but Arthrex’s cramped reading of Eaton runs contrary to centuries of precedent and

practice and, in any case, does not ultimately support Arthrex’s constitutional claim.




Response of Intervenor United States

Arthrex also argues that Commissioner Hirshfeld’s order was barred by the Federal
Vacancies Reform Act, 5 U.S.C. § 3345 et seq. But that statute does not preclude

delegations of authority like the one that vested Commissioner Hirshfeld with the

No. 18-2140

IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

ARTHREX INC.,

At duties and functions of the Director. The general rule is that functions and duties
assigned to a federal officer, including a principal officer, may be delegated to
Appellees,
UNITED STATES,

other officers, and Arthrex fails to show that consideration of a request for Director

Intervenor.

(g s i P i T O B T review is an exclusive function that cannot be delegated.

Appeal Board, Inter Partes Review No. IPR2017-00275
SUPPLEMENTAL RESPONSE BRIEF FOR INTERVENOR

Of Counsel: BRIAN M. BOYNTON

THOMAS KRAUSE Principal Deputy Assistant Attorney
Acting General Counsel General
FARHEENA RASHEED SCOTT R. MCINTOSH

JOSHUA M. SALZMAN

Acting Solicit
e ol Attorneys, Appellate Staff

DANIEL KAZHDAN Civil Division, Room 7258
SARAH E. CRAVEN U.S. Department of Justice
Associate Solicitors 950 Pennsyluania Avenne NW
ULS. Patent and Trademark Office Washington, DC 20530
Mail Stgp 8, P.O. Box 1450 (202) 5324747

Alexandria, Virginia 22313
(571) 272-9035




Response of Intervenor United States

Finally, Arthrex asserts that allowing Commissioner Hirshfeld to consider requests for

No. 18-2140

Director review offends the separation of powers because he has limited removal

IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

protections. This claim lacks merit because there are constitutionally adequate

ARTHREX INC.,

At means for politically accountable actors to control Commissioner Hirshfeld.

v.

SMITH & NEPHEW, INC., ARTHROCARE CORP.,

Appellees,
UNITED STATES,

Intervenor.

On Appeal from the United States Patent and Trademark Office Patent Trial and
Appeal Board, Inter Partes Review No. IPR2017-00275

SUPPLEMENTAL RESPONSE BRIEF FOR INTERVENOR

Of Connsel: BRIAN M. BOYNTON
THOMAS KRAUSE Principal Deputy Assistant Attorney
Adting General Counsel General
FARHEENA RASHEED SCOTT R. MCINTOSH

JOSHUA M. SALZMAN

Acting Solicitor .
Attorneys, Appellate Staff

DANIEL KAZHDAN Civil Division, Room 7258
SARAH E. CRAVEN U.S. Department of Justice
Associate Solicitors 950 Pennsyluania Avenne NW
ULS. Patent and Trademark Office Washington, DC 20530
Mail Stgp 8, P.O. Box 1450 (202) 5324747

Alexandria, Virginia 22313
(571) 272-9035




Argument of Appellees Smith & Nephew et al.

No. 2018-2140

IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

Arthrex’s challenge to the denial of its rehearing request on remand contradicts
) Appen, the letter of the Supreme Court’s decision, the text of the Federal Vacancies
SITHENEE, NG, Aiocare oo Reform Act (“FVRA™), and centuries of precedent from both the Supreme Court
[ and the Patent Office (“PTO”). If credited, Arthrex’s arguments would
O Apra omthe Unie e Pt Tk O imperil the ability of the PTO and indeed the entire federal government to

Patent Trial and Appeal Board, in No. IPR2017-00275

APPELLEES SUFPLEMENTAL RESPONSE WAIEF function during Presidential transitions. Arthrex’s extreme position

ARTHREX, INC.,

ST vt v contradicts even Arthrex’s own previous representation to the Supreme Court
e Woir GHTED 5005 P that “inferior” officers can “wield principal-officer powers” on a temporary
;ﬁ?;iji%&?mci’arkway gi?:ﬁ%x%zg@g(??;i:mcnﬁcld.com baSiS' S&N Add' EX' A at 7'

Cordova, TN 38016

(901) 399-6903 Michael N. Rader
'WOLF, GREENFIELD & SACKS, P.C.
605 Third Avenue
New York, NY 10158
(617) 646-8370

Counsel for Appellees Smith & Nephew, Inc. and ArthroCare Corp.




Argument of Appellees Smith & Nephew et al.

No. 2018-2140

IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

Jr—— Arthrex received exactly what the Supreme Court ordered: unilateral review by
e the executive branch official responsible for patentability determinations. The
S Court credited Arthrex’s Constitutional challenge to the extent FWDs rendered in IPRs
were “expressly ordering the Director to undo his prior patentability determination

On Appeal from the United States Patent and Trademark Office,

Pl gl B, o IR0 027 when a PTAB panel of unaccountable APJs later disagrees with it.”” United States v.
—— Arthrex, Inc., 141 S. Ct. 1970, 1985 (2021). To remedy that imbalance, Arthrex held 35
1080 Comeic e NV N Syt U.S.C. § 6(c) unenforceable “insofar as it prevent[ed] the Director from reviewing the
ot o T decisions of the PTAB on his own” rather than as one of a multi-member panel. Id. at
Dl S 1987. Arthrex got exactly that relief on remand.

WOLF, GREENFIELD & SACKS, P.C.
605 Third Avenue

New York, NY 10158

(617) 646-8370

Counsel for Appellees Smith & Nephew, Inc. and ArthroCare Corp.




Argument of Appellees Smith & Nephew et al.

No. 2018-2140

T et Nothing in the Supreme Court’s decision requires the Director to consider rehearing
wm requests personally—just as no law requires the Director to examine patent
. applications personally. All that matters is that there be “discretion” to perform such
On Ao U s Pt Tt 0, actions by the holder of the office (or his or her delegee), ensuring that the “President
WMREO remains responsible for the exercise of executive power.” Arthrex, 141 S. Ct. at 1988.
M By gy ST Sty The FVRA itself confirms that responsibility, including the President’s ability to
nammBOER mamimm remove Hirshfeld’s delegated responsibilities at any point. This ensures the President’s
=R Hm ultimate responsibility for both issuing and cancelling patent franchises.
e W

New York, NY 10158
(617) 646-8370

Counsel for Appellees Smith & Nephew, Inc. and ArthroCare Corp.




Argument of Appellees Smith & Nephew et al.

No. 2018-2140

IN THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

ARTHREX, INC.,
Appellant,

SMITH & NEPHEW, INC., ARTHROCARE CORP.,

Moreover, the Supreme Court expressly contemplated that the “Acting
st Director”’—neither nominated by the President nor confirmed by the Senate—
would handle Arthrex’s rehearing request on remand. This mandate echoes
Arthrex’s own acknowledgment to the Court that “inferior” officers can “wield
e e principal-officer powers” on a temporary basis. S&N Add. Ex. A at 7. It also tracks
1080 Comeic e NV N Syt centuries of history. When Congress first authorized the Patent Office in 1836, it

Turhan F. Sarwar
(202) 887-3667 ‘WOLF, GREENFIELD & SACKS, P.C.

On Appeal from the United States Patent and Trademark Office,
Patent Trial and Appeal Board, in No. IPR2017-00275

APPELLEES’ SUPPLEMENTAL RESPONSE BRIEF

) G Bosion WA G310 expressly provided for an “inferior officer” to superintend the Office when the
Smith & Nephew, Inc. (617) 646-8(13'001fgmcnﬁc1dlcom . . .
o e principal office was vacant.

WOLF, GREENFIELD & SACKS, P.C.
605 Third Avenue

New York, NY 10158

(617) 646-8370

Counsel for Appellees Smith & Nephew, Inc. and ArthroCare Corp.




Argument of Appellees Smith & Nephew et al.

This is also exactly the scenario recognized in Eaton, which the Supreme Court
T o e cited in a context directly refuting Arthrex’s erroneous suggestion that Eaton applies
S — only to acting officials the President personally appoints. Prior to leaving his post, the
ST & NEPEN, . RTIROCAR: O, consul general to Siam tasked a missionary (Eaton) with superintending the consulate,
e leaving Eaton in charge of U.S. governmental interests in Bangkok.

On Appeal from the United States Patent and Trademark Office,
Patent Trial and Appeal Board, in No. IPR2017-00275

APPELLERS SUPPLEENTAL RESPONSE BRIEE Here, likewise, the former Director and Deputy Director resigned pursuant to a
e ez Sy formal delegation regime tasking the Commissioner of Patents (Hirshfeld) with
. superintending the PTO until the President selected a permanent successor. The
mbi o "M(m same has occurred in multiple previous transitions following the FVRA’s passage. In
G e MidelNbad e the last decade alone, over half a million patents have been issued in the name of PTO
At superintendents who were neither a “principal officer’s deputy” nor “personally

Counsel for Appellees Smith & Nephew, Inc. and ArthroCare Corp.

selected by the President” (Arthrex Supp. Br. at 2). Arthrex’s arguments would
wrongly cloud all such patents.




Argument of Appellees Smith & Nephew et al.

No. 2018-2140

IN THE UNITED STATES COURT OF APPEALS

amece, Further, the IPR process “involves the same basic matter as the grant of a patent” and
. —— is simply “a second look™ at the earlier grant. Oil States Energy Servs., LLC v.

Appellees,

e, Greene s Energy Grp., LLC, 138 S. Ct. 1365, 1368 (2018) (quoting Cuozzo Speed
‘ Techs., LLC v. Lee, 579 U.S. 261, 279 (2016)). There is no difference between
e — finalizing IPR decisions and finalizing initial patentability decisions. Both are
vy e essential PTO functions that would grind to a halt—along with the rest of the

GIBSON, DUNN & CRUTCHER LLP Richard F. Giunta

On Appeal from the United States Patent and Trademark Office,
Patent Trial and Appeal Board, in No. IPR2017-00275

1050 Connecticut Avenue, N.W. Nathan R. Speed 1 1 2 d . d
Ve 2005 T Shoa Executive Branch—if Arthrex’s arguments were credited.
(202) B87-3667 ‘WOLF, GREENFIELD & SACKS, P.C.
600 Atlantic Avenue
Mark J. Gorman Boston, MA 02210
Smith & Nephew, Inc. (617) 646-8000
7135 Goodlett Farms Parkway csteenburg@wolfgreenfield.com
Cordova, TN 38016
(901) 399-6903 Michael N. Rader

WOLF, GREENFIELD & SACKS, P.C.
605 Third Avenue

New York, NY 10158

(617) 646-8370

Counsel for Appellees Smith & Nephew, Inc. and ArthroCare Corp.




Oral Argument of March 30:
Counsel at Oral Argument and Judges Hearing the Case

The Federal Circuit

Arthrex USPTO Smith & Nephew

Robert K. Joshua M. Charles T.

Kry Salzman Steenburg

MoloLamken LLP

Wolf Greenfield & Sacks PC




Eve of Oral Argument —

Five Questions from the Federal Circuit

1. Is there any impediment to the President designat-

ing Commissioner Hirshfeld as the Acting Director
of the United States Patent and Trademark Office?
See 5 U.S.C. § 3345(a)(3).

. If an Acting Director denied rehearing, would that
avold the alleged constitutional infirmity? See
United States v. Arthrex, Inc., 141 S. Ct. 1970, 1987
(2021) (per curiam) (“We also conclude that the ap-
propriate remedy 1s a remand to the Acting Director
for him to decide whether to rehear the petition filed

by Smith & Nephew.”).

3.

A

D.

Does Section 4745 of the PTO Efficiency Act apply
only when the office of Director 1s filled in light of
the provision that “[n]o delegation of functions under
this section or under any other provision of this sub-
title shall relieve the official to whom a function is
transferred under this subtitle of responsibility for
the administration of the function”?

Can the Director or Acting Director delegate review
of final Board decisions to an inferior officer?

Does any such delegation cease to be valid when the
Director or Acting Director, as the case may be,
leaves office?

The Federal Circuit posed five questions two days before oral argument. However, discussion focused (in addition to

briefed materials) primarily on the first question, although other questions were occasionally touched upon.



Highlights of Oral Argument
Hirshfeld and the Role of Acting Director

Circuit Judge Chen: Could you just tell us what is Mr. Hirshfeld’s current title?

Salzman: He is performing the functions and duties of the director, the office to which he is appointed is

Commissioner for Patents...

Circuit Judge Chen: Right, it would be. It would be wrong to call him Commissioner Hirshfeld. Right? Today

it would be wrong to call him Commissioner.

Salzman: | | don't believe that is the title he is currently using...

Circuit Judge Chen: It would also be wrong to call him Director Hirshfeld.
Salzman: It it would be wrong to call him director.

Circuit Judge Chen: Would it be wrong to call him acting director Hirshfeld?

Salzman: Yes it would.

Circuit Judge Chen: So, what do | call him?

Cir. L. Joshua M.
Chen Salzman




Highlights of Oral Argument
Removal of Hirshfeld (Answering Question 1)

Circuit Judge Reyna: Can the President fire him at will2

Salzman: So the President can remove him from those functions by invoking the federal Vacancies
Reform Act... At any point, if the President had been dissatisfied with the way Commissioner Hirshfeld
was exercising the functions and duties assigned to him or wanted somebody else in the position, he would
have had the ability to invoke the federal Vacancies Reform Act and put in place anyone else who has
Senate confirmation or anybody who meets the requirements of a(3).

Chief Judge Moore: It can't be the case that the appointment clause is satisfied and the FVRA is
satisfied because President Biden could act but didn’t. Those are affirmative obligations. The fact that
he could act to rectify something doesn't mean that what's happening now is legitimate.

Salzman: | | completely agree with that your honor.

Joshua M.

Salzman




Highlights of Oral Argument
Acting Director Constitutionally Capable of Fulfilling Role

Chief Judge Moore to Kry: You have some overarching appointments clause challenge, which | find
difficult to comprehend in light of the Supreme Court's Arthrex decision. The Supreme Court’s Arthrex
decision expressly acknowledged that remand to an acting director would satisfy the appointments clause
concerns. An acting director is not a principal officer who has been nominated by the President and

confirmed by Congress. So in light of that in the Supreme Court argument is Supreme Court case.
Can you please explain to me what your appointments clause general argument is? ...

[Not clipped] | guess my problem is it seems like your appointment clause issue would actually render the

Vacancy Reform Act unconstitutional.

Chief Judge Moore to Salzman: The Supreme Court made it clear that the confirmed by Congress part
is not necessary when they included the language ‘acting directors.’ | agree with you, it dooms their
constitutional argument. I'm already there, you know, because their constitutional argument, as | interpret
it, would conflict with the Supreme Court’s affirmative statement that an acting director could do it, and it
would also make the Federal Vacancy Reform Act unconstitutional. I'm there.

C.C.J.




Highlights of Oral Argument
Is Director Review a Delegable Function or Duty?

Chief Judge Moore to Kry: Functions and duties as defined under 3348 requires that it be a function or
duty that is established by statute. We're in an unusual uncharted territory because the Supreme Court
created director review here, out of judicial Fiat. There isn't a particular statutory section that governs it.

Kry explained his position that Section 6(c) was the statutory delegation.

Circuit Judge Chen to Kry: | don't understand how Section 6(c) helps you because the Supreme Court did
not rewrite Section 6(c) to specifically inject the words “the director and only the director has the authority
to review any decision, final written decision by the Patent board.” That the Supreme Court did not do so,
| don't see how Section 6(c) as re interpreted by the Supreme Court helps you.

Robert K.

Kry




Highlights of Oral Argument
The Federal Vacancies Reform Act and Filling Vacancies

Chief Judge Moore: | don't know what to make of the idea that your view of the FVRA is it's got a

miniscule application in the world. It is virtually inapplicable to the world as we know it, and not at all
applicable to the PTO.

Salzman: | think Congress was balancing concerns when it enacted the FVRA. It certainly wanted to impose
some constraints and also to create a framework through which it could create more constraints in the
future by specifically vesting authorities in the President. But it's also an atom bomb to say that a

government agency has to stop operating and | think Congress wanted to ensure continuity of

government as well. So it struck a balance in 3348.

Chief Judge Moore: And nobody's ever suggested. | don't think anybody, in this case, is suggesting that an
agency has to stop operating, | think what the suggestion is that there are certain duties and functions
which are required to be performed by a principal officer or in the absence of a principal officer,
somebody authorized by Congress and by the President to perform those duties, which is exactly what
would be satisfied by an FVRA type appointment.

Chief Judge Moore: But your view is that ... every agency can wing it. Every agency can come up with

their own mechanism for a succession plan.




Case Submitted

Chief Judge Moore: | thank all counsel, this case is taken under submission.

C.C.J.
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Additional Resources

NYIPLA PTAB Committee:

Getting Read for Arthrex Oral Arguments: Hear What Amicus Are Saying (February 25, 2021)

Review of Final PTAB Decisions (August 3, 2021)

PTAB Committee to Examine Open and Unresolved Issues After the Arthrex Decision (October 5, 2021)

PTAB Committee to Examine Constitutionality Challenges After Arthrex and APJ Compensation (November 2, 2021)

NYIPLA Pod Bites:

Ep. 3: Arthrex, Inc. v. Smith & Nephew - The Federal Circuit Holds PTAB APJ's Were Not Properly Appointed Per The Constitution

Ep. 11: U.S. v. Arthrex

Law Alerts from Amster, Rothstein, & Ebenstein:

Federal Circuit Declares PTAB APJs to Be Superior Officers Appointed in an Unconstitutional Manner, but Offers a Fix Going Forward With
Limited Relief Going Back (November 4, 2019)

SCOTUS Holds Appointment Of PTAB APJs Unconstitutional But Remedies Situation By Giving Director More Control (June 22, 2021)

USPTO Issues Interim Procedure Giving Director More Control Over PTAB Final Written Decisions In Accordance With Supreme Court's Arthrex
Decision (June 30, 2021)



https://www.nyipla.org/assnfe/ev.asp?ID=1372
https://www.youtube.com/watch?v=pV7bGq9WVh8
https://www.youtube.com/watch?v=xnuiZ1DBqYE
https://www.youtube.com/watch?v=xnuiZ1DBqYE
https://www.youtube.com/watch?v=-I2NLYgKOkg
https://www.youtube.com/watch?v=-I2NLYgKOkg
https://soundcloud.com/user-659319321/pod-bites-arthrex-inc-v-smith-and-nephew?in=user-659319321/sets/pod-bites
https://soundcloud.com/user-659319321/pod-bites-episode-11-us-v-arthrex?in=user-659319321/sets/pod-bites
https://www.arelaw.com/publications/view/alert11042019
https://www.arelaw.com/publications/view/areptab-alert-2021-06-22-scotus-holds-appointment-of-ptabs-apjs-
https://www.arelaw.com/publications/view/uspto-issues-interim-procedure-giving-director-more-control-over

